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DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-23, drawn to a method of correcting defects in a label, classified in class 
156, subclass 291. 

II. Claims 24-34, drawn to an apparatus for applying labels to containers, classified 
in class 156, subclass 538. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case, the method could be 
practiced by an apparatus where the labels are peeled from a continuous roll of release liner 
material instead of being dispensed from a stack, or alternatively, the method could be practiced 
by hand. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

4. This application contains claims directed to the following patentably distinct species of 
the claimed invention: note a further species election must be made within the elected Group. 
Group I 

Species A, drawn to where the fluid is applied (pick one sub-species within the Species). 
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Sub-species Ai (appears to be claim 2), drawn to applying the fluid to the container. 

Sub-species Aii (appears to be claim 3), drawn to applying the fluid to the label 
Species B, drawn to the fluid being adhesive or non-adhesive (pick one sub-species within the 
Species). 

Sub-species Bi (appears to be claims 5, 1 1, 15), drawn to the fluid being an adhesive. 
Sub-species Bii (appears to be claims 6-9, 12-13, 16), drawn to the fluid being non- 
adhesive. 

Species C, drawn to the type of adhesive (pick one sub-species within the Species). 

Sub-species Ci (appears to be claims 18-20), drawn to the adhesive radiation curable. 

Sub-species Cii (appears to be claims 21-23), drawn to the adhesive being a cold glue. 
Group II 

Species D, drawn to where the fluid is applied (pick one sub-species within the Species). 

Sub-species Di (appears to be claim 25), drawn to applying the fluid to the container. 

Sub-species Dii (appears to be claim 26), drawn to applying the fluid to the label. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1 and 24 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 



Application/Control Number: 10/758,756 Page 4 

Art Unit: 1733 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

5. During a telephone conversation with Mr. Faigus on 9/19/05 a provisional election was 
made with traverse to prosecute the invention of Group I and sub-species Ai, Bi and Ci, claims 
1-2, 4-5, 10-1 1 and 18-19. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 3, 6-9, 12-17 and 20-34 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Priority 

7. It is noted that the effective filing date of the present invention is the actual filing date of 
1/16/04 since none of the prior applications listed under continuing data on the bib sheet have 
support for the limitations set forth in claim 1. 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

9. Claim 1 is rejected under 35 U.S.C. 102(a) as being anticipated by Roth et al. (US 
6596359). 

With respect to claim 1, Roth teaches a method comprising applying an adhesive 16 to a 
surface of a label 12 (or 14) in a non-uniform manner to cause regions of the surface to be 
substantially devoid of the adhesive and after applying the adhesive (Figure 1 1 ; column 6, lines 
38-50) applying a fluid 20 in the regions to substantially fill the regions (Figures 2-4 and 1 1 ; 
column 2, lines 27-35 and 44-46 and 50-67; column 3, lines 22-32; column 6, lines 38-50; 
column 7, lines 25-33). Since the method of the present invention corrects defects in a label 
resulting from a non-uniform application of adhesive to the surface of the label by filling the 
non-adhesive regions with a fluid so as to form a continuous layer, the skilled artisan would have 
appreciated that the method of Roth would also correct defects in a label resulting from a non- 
uniform application of adhesive to the surface of the label. 
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10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

11. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Krish et al. 
(US 6187432). 

With respect to claim 1, Krish teaches a method comprising applying an adhesive 128 (or 
130) to a surface of a label 102 in a non-uniform manner to cause regions of the surface to be 
substantially devoid of the adhesive and after applying the adhesive applying a fluid/adhesive 
1 14 in the regions to substantially fill the regions (Figures 10 and 12; column 1, lines 15-17; 
column 4, lines 58-60; column 5, lines 6-10; column 10, lines 21-22; column 18, line 61 - 
column 19, line 24). Since the method of the present invention corrects defects in a label 
resulting from a non-uniform application of adhesive to the surface of the label by filling the 
non-adhesive regions with a fluid so as to form a continuous layer, the skilled artisan would have 
appreciated that the method of Krish would also correct defects in a label resulting from a non- 
uniform application of adhesive to the surface of the label. 

Regarding claim 5, Krish teaches the fluid 1 14 being adhesive (column 23, lines 22-37; 
column 23, line 54 - column 24, line 2). 

Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and.the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Roth et al. as 
applied to claim 1 above. 

Regarding claim 4, it would have been obvious to use a fluid having the same optical 
clarity as the adhesive so as not to negatively alter the appearance of the label. 

14. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Roth et al. as 
applied to claim 1 above and further in view of Lewandowski et al. (US 5747551). 

Regarding claim 18, Roth teaches the adhesive can be any conventional adhesive but is 
preferably a pressure sensitive adhesive (column 2, lines 33-35). Selection of a particular 
adhesive would have been within purview of the skilled artisan at the time of the invention 
depending on the desired characteristics thereof; however, it would have been obvious to use a 
radiation curable, more specifically a pressure-sensitive radiation curable adhesive, because such 
adhesives are known in the label art as taught by Lewandowski (column 1, lines 42-51; column 
2, lines 19-20). 

15. Claims 2 and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Krish 
et al. as applied to claim 1 above and further in view of Reese et al. (US 62901 19). 

Regarding claim 2, Krish is silent as to applying the fluid to the container in selected 
locations that align with the regions of the surface of the label that are substantially devoid of the 
adhesive. It is known in the label art to attach a label to a container using two adhesives where 
one adhesive is applied to the label and the other adhesive is applied to the container, as taught 
by Reese (column 6, lines 19-25 and 34-37). 
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Whether to apply both the adhesive 128 (130) and fluid/adhesive 1 14 to the label or apply 
the adhesive to the label and the fluid/adhesive to the container would have been within purview 
of the skilled artisan. However, it would have been obvious to apply the adhesive to the label 
and the fluid/adhesive to the container in the method of Krish because such is known in the art, 
as taught by Reese, where only the expected results would have been achieved. 

Regarding claim 10, it would have been obvious to use a fluid having the same optical 
clarity as the adhesive so as not to negatively alter the appearance of the label. 

Regarding claim 1 1, Krish teaches the fluid 1 14 being adhesive (column 23, lines 22-37; 
column 23, line 54 - column 24, line 2). 

16. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Krish et al. as 
applied to claim 1 above. 

Regarding claim 4, it would have been obvious to use a fluid having the same optical 
clarity as the adhesive so as not to negatively alter the appearance of the label. 

17. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Krish et al. as 
applied to claim 1 above and further in view of Lewandowski et al. 

Regarding claim 18, Krish teaches the adhesive can be just about any pressure sensitive 
adhesive (column 5, lines 6-10). Selection of a particular adhesive would have been within 
purview of the skilled artisan at the time of the invention depending on the desired characteristics 
thereof; however, it would have been obvious to use a radiation curable, more specifically a 
pressure-sensitive radiation curable adhesive, because such adhesives are known in the label art 
as taught by Lewandowski (column 1, lines 42-51; column 2, lines 19-20). 
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18. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Krish et al. and 
Reese et al. as applied to claim 2 above, and further in view of Lewandowski et al. 
Regarding claim 19, please refer to the rejection of claim 18 above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica L. Rossi whose telephone number is 571-272-1223. The 
examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom G. Dunn can be reached on 571-272-1 171 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



JESSICA ROSSI 
PRIMARY EXAMINER 




